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DETAILED ACTION 

Claims 1-19 are pending. 

The examiner tried to understand the explanation offered by Mr. Brad Schammel on 9/14/05 
but was not convinced. Examiner suggested inserting " in the absence of a base" into claim 1 to 
over come the prior art. 

New Ground of Rejection 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 3, 4, 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Kant et al 
1 994, A Chemoselective Approach to Functionalize. . . 

The reference discloses a process of acylating the C10 position Taxane without using a 

base. 

The electrophile acts as an acylating agent. 

Applicants claim recites using less than 1 equivalent of amine base and the 
specifications teaches in the absence of a base. 
See table I 
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Rl is a acyl group. 

Applicants claim 1 just recites acylating a CIO hydroxy using an acylating agent in less 
than 1 equivalent of base. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chemical 
Studies of 10-deacetyl baccatin III Tetrahedron 1986, F. Gueritte -Voegelein et al. 
And Kant et al 1994, A Chemoselective Approach to Functionalize. . . 



Application/Control Number: 09/063,477 Page 4 

Art Unit: 1625 

Applicants claims are drawn to a process of acylation of CIO hydroxy group of taxane 
with a reaction mixture having less than 1 : 1 equivalent of amine base to the taxane. The taxane 
reacted is 10-deacetyl baccatin III. 

Applicants specifications indicates using a base in different ratios including 100:1 , 10:1 
of amine to toxane or even in the absence of an amine base. 

Determination of the scope and content of the prior art (MPEP §2141.01) 

The reference Chemical Studies of 10-deacetyl baccatin III Tetrahedron 1986, F. 
Gueritte -Voegelein et al. 

uses the same taxane and acylated the C10 hydroxy group as given on page 4455. 

It uses Pyridine as an amine and acylates the C10 hydroxy. 

See the whole reference , See compound 27 on page 4455. 

Kant et al 1994, A Chemoselective Approach to Functionalize. . . teaches the acylation 
of the C10 , in the absence of a base. 

Ascertainment of the difference between the prior art and the claims (MPEP §2141.02) 

The reference does not clearly teach the amount of pyridine used. In its chemical 
reaction it indicates it is 1 molecule of pyridine to 1 molecule of 10-deacetyl baccatin III. 

The amount of base used is just the optimization of the conditions. 

Kant reference teaches that acylation of the same C10 position can be carried out in the 
absence of base. 

Finding of prima facie obviousness—rational and motivation (MPEP §2142-2413) 
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Thus it is prima facie obvious to optimize the conditions to obtain the preferred acylated 
position. Kant discloses the acylation in the absence of a base and Gueritte -Voegelein et al. 
teaches using pyridine without specifying how much. 

Since Kant teaches absence of a base and Gueritte -Voegelein et al. 

Does not teach how much , it is obvious that the base is not a critical reagent for the 
invention. Hence adding a limitation less than 1 equivalent is immaterial to the patentability of 
the invention and is prima facie obvious to change amount. 

Conclusion 

The claims 1-19 are not found to be allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rita J. Desai whose telephone number is 571-272-0684. The 
examiner can normally be reached on Monday - Friday,9:30 am to 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang can be reached on 571-272-0562. The fax phone number for the x 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Rita J. Desai 
Primary Examiner 
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